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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 . Claim 10 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The term "substantially" renders claim 10 indefinite because "substantially" is 
relative language. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 7-8, 10, 12-13 are rejected under 35 U.S.C. 102(b) as being anticipated by Reischl 
et al ('095). Reischl et al teach an aqueous dispersion comprising (A) polyether and (B) 
polyester based polyurethane resin, wherein each resin is the reaction product of polyol and 
aliphatic diisocyanate (Abstract; col 2 lines 3-6, and 27). In particular (A) is based on 
polyethylene oxide, which commonly known in the art to be hydrophilic; (B) contains salt 
groups, which render said polyester water-dispersible, and both (A) and (B) are dispersed in the 
absence of solvent in amounts that correspond to applicants' claimed amounts (Col 1 lines 24-50; 
col 5 lines 47-62). Reischl et al explain the separate resins result in a final polyurethane that 
exhibits improved dispersion stability and the ability to re-disperse quickly if the resin settles 
(Col 1 lines 10-23). Although patentees do not explicitly teach the polyurethane useful in image 
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transfer layers, based on a composition that is analogous claims, the position is taken that the 
polyurethane of Reischl et al would inherently perform as a dye transfer layer. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 7-8, 10, and 12-13 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ramello et al ('972) and Otto Bayer et al ('310) in view of Reischl et al ('095). Ramello et al 
disclose a dye transfer coating composition comprising water dispersible polyurethane resin, and 
multifunctional cross-linking agent (Col 3 lines 45-46, 50-52, 64-66; col 4 lines 60-65; col 7 
lines 64-67). In particular, patentees explain that the polyurethane resin is based on compounds 
such as those listed in U.S. Patent 3,479,310 (Bayer Otto et al), which are the reaction product of 
linear polyether polyol, polyester polyol, and aliphatic diisocyanate compounds (Otto Bayer; col 
2 lines 55-62; col 3 lines 36-39). However, patentees fail to explicitly teach separate polyether 
and polyester based polyurethane resins in amounts that correspond to applicant's claims. 

4. Reischl et al also teach water-dispersible polyurethane resin comprising the reaction 
product of polyether and polyester polyol, and aliphatic diisocyanate (Abstract; col 2 line 27). In 
particular, patentees explain that the polyurethane is preferably synthesized by mixing separate 
salt- free polyether based polyurethane resin, and salt-containing polyester based polyurethane 
resin in amounts that correspond to applicant's claimed amounts (Col 1 lines 24-50). Reischl et 
al explain the separate resins result in a final polyurethane that exhibits improved dispersion 
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stability and the ability to re-disperse quickly if the resin settles (Col 1 lines 10-23). Therefore, 
it would have been obvious to separate the polyether and polyester resins of Ramello et al in 
their corresponding amounts to obtain a final polyurethane that exhibits enhanced dispersion 
properties. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ramello et al 
('972) and Otto Bayer et al ('3 10) in view of Reischl et al ('972) in further view of Rhoades et al 
('824). Aforementioned, Ramello et al in view of Reischl et al renders obvious an aqueous dye 
receiving coating composition containing both polyester and polyether based polyurethane, and 
multifunctional cross-linking compound that consists of ethylene diamine, and 
diethylenetriamine, but fail to teach polyfunctional aziridine (Col 7 lines 64-67; col 8 lines 1-2). 

6. Rhoades et al teach a water dispersible polyurethane composition useful in receiving 
aqueous dye coatings, wherein the polyurethane is the reaction product of an isocyanate- 
terminated prepolymer and multi-functional cross-linker (Abstract; col 6 lines 56-62). In 
particular, patentees disclose chain extenders consisting of compounds such as ethylene diamine, 
diethylene triamine, and polyaziridine, wherein the polyaziridine provides superior intra- 
molecular cross-linking, which provides improved solvent resistance for the cured coating (Col 7 
lines 6-7, 36-38, and 51-52). Therefore it would have been obvious to one of ordinary skill in 
the art at the time of invention to include polyaziridine as the cross-linking agent in Ramello et al 
based on motivation that both compositions are water-dispersible polyurethanes that are in 
contact with dye compositions and polyaziridine improves the performance properties of the 
resulting cured coating. 
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7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Reischl et al ('972) 
in view of Rhoades et al ('824). Aforementioned, Reischl et al teach water-dispersible 
polyurethane that consists of polyether and polyester based resins and multi-functional chain 
extender; however patentees are silent in teaching chain extender that consists of polyaziridine 
(Col 1 lines 36-38). 

8. Aforementioned, Rhoades et al teach a water dispersible polyurethane composition based 
on polyester and polyether backbones. Patentees go on to disclose that said resin is preferably 
chain extended with polyaziridine because it results in a polymer that has superior intra- 
molecular cross-linking, thereby improving solvent resistance for the cured coating (Col 7 lines 
6-7, 36-38, and 5 1-52). Therefore it would have been obvious to one of ordinary skill in the art 
at the time of invention to include polyaziridine as the cross-linking agent in Reischl et al based 
on motivation that both compositions are water-dispersible polyurethanes and polyaziridine 
improves the performance properties of the resulting cured coating. 



9. Applicant's arguments, filed 2/2 1/2008 with respect to the rejection of claimed invention 
over 1 12 2 nd paragraph and the prior art under 35 U.S.C. 102(b) and 103(a) have been fully 
considered but they are not persuasive. Specifically, applicants argue the rejections of: 



Response to Arguments 



a. 



Claim 10 under 35 U.S.C. 1 12, second paragraph, 



b. 



Claims 7-8, 10, 12-13 as being anticipated by Reischl et al ('095), 



c. 



Claims 7-8, 10, and 12-13 as being unpatentable over Ramello et al ('972) 



and Otto Bayer et al ('310) in view of Reischl et al ('095), 
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d. Claim 9 as being unpatentable over Ramello et al ('972) and Otto Bayer et 
al ('310) in view of Reischl et al ('972) in further view of Rhoades et al 
('824), and 

e. Claim 9 as being unpatentable over Reischl et al ('972) in view of 
Rhoades et al ('824). 

10. Regarding issue a, applicants argue that the language "substantially free" is commonly 
understood in the art, and while the examiner acknowledges the language "substantially" is 
commonly used, it is important to note that said language is understood when a relative basis is 
set forth as exemplified by Verve LLC, v. Crane Cams, Inc., 65 USPQ 2d 1051 (Fed. Cir. 2002). 
Verve LLC, v. Crane Cams, Inc. is drawn to the clarification of a close approximation of an 
already defined limitation, i.e. uniform thickness, and while applicants assert the language 
"substantially free" is intended to "mean that that minors amounts of an organic solvent may be 
present so long as the solvent does not affect the aqueous dispersion," this definition is not 
reflected in the claims or specification; therefore the examiner maintains the rejection under 35 
U.S.C. 112 2nd paragraph. 

1 1 . Regarding issue b, applicants argue that Reischl et al fail to teach an aqueous dispersion 
of water dispersible polyether and polyester based polyurethane resin in the absence of solvent; 
the examiner disagrees. It is noted that on column 5 lines 47-54 Reischl et al teach resin (B) 
added to resin (A) in the presence of solvent and before salt modification, however lines 55-59 
explain that the polyester is then rendered hydrophilic by introducing salt groups, the resins are 
dispersed in water, and the solvent is removed from the system, i.e. an aqueous dispersion of 
both polyester and polyether based polyurethanes in the absence of solvent. Moreover, patentees 
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teach that (A) and (B) may be further cross-linked in the aqueous phase through the addition of 
external cross-linking agents; based on this teaching it is the examiner's position that both (A) 
and (B) satisfy the "resin" limitation of claim 7 (Col 6 lines 15-23; col 7 lines 12-17). 

12. Applicants also argue issue c, stating that the prior art does not render obvious the 
claimed invention because one would not be motivated to combine the teachings of Reischl et al 
with Ramello et al, again the examiner disagrees. The determination that a reference is from a 
nonanalogous art is twofold. First it is decided if the reference is within the field of the 
inventor's endeavor, and if it is not, then it must be determined whether the reference is 
reasonably pertinent to the particular problem with which the inventor was involved. In re 
Wood, 202 USPQ 171, 174; In re Clay, 23 USPQ.2d 1058. 

13. While it is noted that Reischl et al do not explicitly teach applications in thermal dye 
transfer receptor layers, the test for analogous prior art is satisfied by the fact that both Reischl et 
al and Ramello et al are drawn to aqueous dispersions of polyurethane resins cured in the 
aqueous phase, and one would be motivated to utilize the disclosure of Reischl et al because it 
leads to an enhanced polyurethane resin dispersion (Reischl et al, abstract, col 7 lines 12-17; 
Ramello et al;, abstract, col 7 lines 56-67). 

14. Applicants' remarks concerning issues d and e, have been rendered moot in view of 
paragraphs 11-13, specifically the teachings of Rhoades et al are not relied upon for the ratio of 
polyether:polyester based polyurethane resin as asserted by applicants. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Benjamin J. Gillespie whose telephone number is 571-272-2472. 
The examiner can normally be reached on 8am-5 :30pm. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, Vasu Jagannathan can be reached on 571- 
272-1 1 19. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 1796 



